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Application Papers 

9) 0 The specification is objected to by the Examiner. 
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DETAILED ACTION 
Election/Restrictions 

1. Applicant’s election without traverse of claims 1-14, 17, 18, 29-34 and 36-41 in 
the reply filed on 2/16/2007 is acknowledged. 

Claim Objections 

2. Claim 41 is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 

Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. This claim mixes 
statutory classes and fails the infringement test in MPEP 608.01 (n) as being an 
improper dependant claim. A CD-ROM having instructions to perform the method step 
would infringe claim 41, but not the method claim since the CD-ROM itself only stores 
steps, it does not perform them. Mere possession of such a CD-ROM would infringe 
claim 41 , but not the associated method claim. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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3 . Claims 6, 12, 29, and 30 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Regarding claim 6, this claim recites the limitation “wherein the provider... is a 
paper medium”. It is unclear how the provider can be made out of paper. For the 
purpose of applying prior art, Examiner considers this to mean the provider is capable of 
outputting paper. 

Regarding claim 12, this claim recites the limitation “only the identification 
number... is input”. The parent claim from which this claim depends recites “inputting 
the advertisement information”. Limitations from parent claims can’t be changed, only 
further limited. Claim 12 improperly changes the input information from advertisement 
information to an identification number. 

Regarding claim 29, this claim recites the limitation “guiding a mobile”. This 
language is unclear. To what does a “mobile” refer? For the purpose of applying art, 
Examiner considers this to be a mobile device. 

Further regarding claim 29, this claim recites the limitation “advertisement 
object point”. This language is unclear. To what does a “point” refer? For the purpose 
of applying art, Examiner considers this to be a geographic area identified by the 
advertisement information. 

Further regarding claim 29, this claim recites the limitation “visit data issued by 
an advertisement object”. This language is unclear. How does an “advertisement 
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object” issue “visit data”? For that matter, what is an “advertisement object” and what to 
what does “visit data” refer? 

Further regarding claim 29, this claim recites the limitation “predetermined 
range containing the advertisement object point”. This language is unclear. Is the 
range supposed to represent a number range, a value range, or a geographic range? 
For the purpose of applying art, Examiner considers this to be the area encompassed 
by a wireless signal. 

Regarding claim 30, this claim recites the limitation “guiding in a voice”. This 
language is unclear. How is guiding supposed to be contained within a voice? For the 
purpose of applying prior art, Examiner considers this to be audio-guided. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-9, 11-14, 17, 29-34, 36, and 38-41 are rejected under 35 
U.S.C. 102(e) as being anticipated by Treyz (U.S. Patent No. 6,587,835). Treyz 
teaches a wireless advertising system and method that includes all of the limitations 
recited in the above claims. 
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Regarding claims 1, 7, 11, 17, 29, 30, 34, 36, 40, and 41, Treyz teaches an 
advertisement providing apparatus teaches a transmitter/receiver (Figure 16) for 
communicating with a user device (Column 23, Lines 8-22) and sending advertisement 
information to said device (Column 39, Lines 49-62). Treyz also teaches a user device 
for inputting advertisement information wirelessly, guiding the user to a location based 
on the advertisement information (the name of the store is included in the advertisement 
information) (Figures 42-45), and sending a notification signal when the device arrives 
at a destination (Establishing a link to the local connection is a notification signal) 
(Column 34, Lines 6-14). 

Regarding claims 2-5, 12-14, 31, Treyz teaches wireless communication to 
receive the advertisement information. For this type of transmission to take place, the 
user and merchant devices inherently have IP addresses (identification numbers) to be 
able to communicate. Using these addresses, Treyz establishes the location of user 
and the merchant and guides the user to the retail establishment (Figure 42). Since the 
IP addresses of the user and merchant are what is used to guide the mobile unit, that IP 
address of the merchant is believed to be the only information input to the navigation 
portion (unit) of the mobile device. 

Regarding claim 6, Treyz teaches the portable device as being connectable to a 
kiosk to print information (Column 53, Lines 55-60). 

Regarding claims 8, 9, 32, Treyz teaches a connection being made from a 
portable user device to a merchant point of sale to engage in a transaction for 
merchandise (Column 18, Lines 59-67 and Column 19, Lines 1-17). 
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Regarding claims 33 and 39, Treyz teaches a smart card as being attached to 
the portable device for the portable device to function properly (Column 18, Lines 51- 
56). 

Regarding claim 38, Treyz teaches providing a bonus for being in close 
proximity to a merchant (Figure 51 , the bonus being that men’s suits are half price). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 10, 18 and 37 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Treyz (U.S. Patent No. 6,587,835). 

Regarding claims 10 and 37, Treyz teaches the portable device as operating 

within a mall with a plurality of stores (Figure 37). Treyz does not specify charging 

merchants within the mall for taking part in the wireless advertisement system. Official 

notice is taken that it is old and well known to charge advertisers for allowing them to 

advertise their stores and products. Online webpage affiliate programs represent an 

example of charging an advertiser for traffic to their website that originates from ah 

affiliate site. It would have been obvious to one having ordinary skill in the art at the 

time the invention was made to charge merchants to be apart of the mall wireless 

advertising system so the mall would be able to make money on the expenditure. 
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Regarding claim 18, Treyz teaches a mobile unit as guiding a user to a 
merchant (Figure 42). Treyz does not specify terminating the guidance system when 
the notification signal is sent. Official notice is taken that it is old and well-known to 
close a computer program when it is not in use. This is often done to save computer 
resources and/or power. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to terminate the map guidance software once it is 
no longer needed in the interest of saving computer resources and power of the 
portable device. 



Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art with respect 
to wireless advertising and guidance systems. 

U.S. Patent No. 6,317,718 to Fano 
U.S. Patent No! 6,965,868 to Bednarek 
U.S. Patent No. 6,332,127 to Bandera 
U.S. Patent No. 6,912,98 to Domnitz 
U.S. Pub No. 2005/0227709 to Chang 
U.S. Pub No. 2005/0177416 to Linden 



U.S. Pub No. 2002/0107027 to O’Neil 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MB J \/(J $ 

JEFFREY D. CARLSON 
PRIMARY EXAMINER 




